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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Petition for Cancellation

Notice is hereby given that the following party requests to cancel indicated registration.

Petitioner Information

Name FABI S.P.A.

Entity Joint Stock Company Citizenship ITALY

Address VIA BORE CHIENTI
MONTE SAN GIUSTO (MC), 62015
ITALY

Attorney
information

CHARLES C.H. WU
WU & CHEUNG, LLP
98 DISCOVERY
IRVINE, CA 92618
UNITED STATES
CCHWU@WCLAWYERS.COM Phone:949-251-0111 X-118

Registration Subject to Cancellation

Registration No 3422644 Registration date 05/06/2008

Registrant de la barracuda
7600 Melrose ave. #b
Los angeles, CA 90046
UNITED STATES

Goods/Services Subject to Cancellation

Class 025. First Use: 2007/04/01 First Use In Commerce: 2007/04/01
Cancelled goods and services in the class: Flip flops; Footwear for men and women

Grounds for Cancellation

Torres v. Cantine Torresella S.r.l.Fraud 808 F.2d 46, 1 USPQ2d 1483 (Fed. Cir. 1986)

Abandonment Trademark Act section 14

Priority and likelihood of confusion Trademark Act section 2(d)

Mark Cited by Petitioner as Basis for Cancellation

U.S. Application
No.

79086366 Application Date 06/23/2010

Registration Date NONE Foreign Priority
Date

NONE

Word Mark BARRACUDA CALZOLAI DAL 1896

http://estta.uspto.gov


Design Mark

Description of
Mark

The mark consists in the wording "BARRACUDA CALZOLAI DAL 1896" placed
inside an oval.

Goods/Services Class 025. First use:
Shoes

Attachments 79086366#TMSN.jpeg ( 1 page )( bytes )
Petition to Cancel (C).pdf ( 10 pages )(49040 bytes )
Exhibits A thru F.pdf ( 30 pages )(1893406 bytes )
Exhibits G thru L.pdf ( 27 pages )(1692510 bytes )

Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /charles c.h. wu/

Name Charles C.H. Wu, Attorney of record

Date 07/29/2011
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Trademark Registration:

Registration No. : 3,422,644
Mark : de la barracuda
Registrant : De La Barracuda Inc.
Filed : Sept. 6, 2007
Registered : May 6, 2008

FABI S.P.A.,

       Petitioner,

           v.

DE LA BARRACUDA INC.,

       Registrant.

    

Cancellation No.

    

PETITION FOR CANCELLATION

Petitioner, Fabi S.P.A. is an Italian joint stock company with

principal offices at Via Bore Chienti, 62015 Monte San Giusto (MC),

Italy (“Petitioner”), believing it is and will continue to be

damaged by maintenance of Registration No. 3,422,644 on the

Principal Register, hereby petitions to cancel the same.

From the USPTO’s record, the name and address of the current

owner of U.S. Registration No. 3,422,644 (for the word mark “de la

barracuda”) (hereinafter, the “Accused Mark”) is De La Barracuda

Inc., a California corporation, with a principal address at 7769

Melrose Ave., Los Angeles, California 90046 (“Registrant”).
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The Petitioner believes that it has been and will continue to

be damaged by the above-identified re gistr ation, and hereby

petitions to cancel the Accused Mark to the extent the Accused Mark

covers shoes or footwear in International Class 025.

Petitioner’s grounds for cancellation include fraud and

abandonment for non-use, which are addressed in detail in the

sections below.

PETITIONER IS DAMAGED BY REGISTRANT’S ACCUSED MARK

1. Petitioner submitted U.S. Trademark Application No.

79/086,366 filed June 23, 2010 for the design mark “BARRACUDA

CALZOLAI DAL 1896” (hereinafter, the “BARRACUDA MARK”) displayed

below.  A true and correct copy of Petitioner’s Application for the

BARRACUDA MARK is attached hereto and incor porated herein as

Exhibit “A.”

2. Petitioner’s application for the BARRACUDA MARK claims

the priority of international registration No. 1048431.  A true and
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correct copy of Petitioner’s international registration is attached

hereto and incorporated herein as Exhibit “B.”

3. Petitioner’s international registration for the BARRACUDA

MARK is based on Italian Registration No. 1239198, the application

of which was filed on December 14, 2007 and registered on January

13, 2010. Said Italian registration is a renewal of an original

application filed on January 12, 1998 and registered on August 4,

1999 as No. 786849.  True and correct copies of Petitioner’s

Italian Registration Nos. 1239198 and 786849 are collectively

attached hereto as Exhibit “C.”

4. Petitioner’s application for the BARRACUDA MARK is

associated with “shoes” under International Class 025.

5. Petitioner, bef ore any alleged use or registration by

Registrant of the ACCUSED MARK, has continuously used its BARRACUDA

MARK (see Exhibit “A” ) in connection with shoes and/or footwear,

since at least 1998 (See Exhibit “C” ).

6. Registrant filed USPTO Application No. 77/273,196 for the

ACCUSED MARK on September 6, 2007 for “de la barracuda” in

International Class 025 for the following goods:

baseball caps; caps; cargo pants; flip flops ; footwear

for men and women ; golf caps; hats; pants; polo shirts;

short-sleeved or long-sleeved t-shirts; sport shirts;

sweat pants; sweat shirts; t-shirts; woolly hats

(Emphasis added)
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7. The ACCUSED MARK was thereafter registered with the USPTO

on May 6, 2008 as Registration No. 3,422,644, as displayed

immediately below. A true and correct copy of the registration

certifi cate for the ACCUSED MARK is attached hereto and

incorporated herein as Exhibit “D.”

de la barracuda

8. Despite the distinct visible differences between these

marks on a whole, a final refusal has been issued on Petitioner’s

application for the BARRACUDA MARK on the ground that the proposed

mark so resembles Registrant’s ACCUSED MARK as to be likely, when

used on or in association with the identified goods, to cause

confusion, or to cause mistake, or to deceive.

9. Petitioner is thus damaged by Registrant’s ACCUSED MARK,

since Registrant has obtained a prima facie right to the ownership

and exclusive use of the ACCUSED MARK in commerce for the specific

goods recited therewith, as a result of the registration.

REGISTRANT’S FRAUD ON USPTO

10. In connection with Registrant’s initial in-use-commerce

application made for the ACCUSED MARK, Serial No. 77/273,196 filed

on September 6, 2007, the Registrant made false statements and

representations to the USPTO.  A true and correct copy of
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Registrant’s application for the ACCUSED MARK is attached hereto

and incorporated herein as Exhibit “E.”

11. In the application, Registrant listed 15 separate goods

individually and as a result was required to state the date of

first use and attach specimen(s) evidencing use for each of the  15

items listed.

12. Specifically, Registrant owner and signatory, Mr. Gavin

Bryce, claimed in the September 6, 2007 dated Declaration that the

first use in commerce of the mark in connection to “flip flops” and

“footwear for men and women” was April 1, 2007. ( Exhibit “E”  at pp.

2 and 3)

13. In response to the specimen requirement, Registrant

attached a photo of its ACCUSED MARK displayed on a t-shirt.  A

true and correct copy of the specimen submitted by Registrant is

attached hereto and incorporated herein as Exhibit “F.”   Registrant

submitted the same specimen for each of the 15 items listed on the

application, including “flip flops” and “footwear for men and

women.”

14. Thus, Registrant’s specimen submission under Title 15

U.S.C. § 1127, did not satisfy the requirements for evidence of use

in a “use in commerce” application.

15. Further, Registrant had not and does not market,

manufacture or sell shoes or other footwear under its ACCUSED MARK.
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16. Registrant was incorporated in the state of California on

or about June 22, 2007, and operates one store located in the city

o f  L o s  A n g e l e s  a n d  a n  o n l i n e  s t o r e ,

http://barracudashop.3dcartstores.com/ .

17. The online store features Registrant’s product line.

18. It is evident that Registrant’s product line does not

include shoes or any other footwear as none are listed in the

product and category index.  True and correct copies of the Product

Index and Category Index web pages from Registrant’s online store

are attached hereto and incorporated herein as Exhibit “G.”

19. A further search on the website for “flip flops,”

“shoes,” and “footwear,” produced zero results.  A true and correct

copy of the search results from Regist rant’s online store is

attached hereto and incorporated herein as Exhibit “H.” )

20. The only reference to shoes found in connection to

Registrant on the Internet, is a page in its blog which appears to

evidence retail sales of shoes bearing the brand “3:33.” A true and

correct copy of Registrant’s blog referencing 3:33 footwear is

attached hereto and incorporated herein as Exhibit “I.”

21. The “3:33" brand is owned by 3:33, Inc., a California

corporation, owner of U.S. trademark Registration No. 3,493,411,

which is not affiliated with Registrant.  A true and correct copy

of the “3:33" registration page from the USPTO is attached hereto

and incorporated herein as Exhibit “J.”
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22. Further, Registrant by its own admission to Petitioner’s

distributor, has never manufactured or sold its own brand of shoes.

See Declarations of Lucy Liou and Philip Lin attached and

incorporated hereto as Exhibit “K,” at ¶6,  and  Exhibit “L,”  at ¶6,

respectively.

23. By its submission of a photograph of a t-shirt as the

specimen (Exhibit “F” ) showing use of the ACCUSED MARK in

connection to flip flops and footwear for men and women, and by its

declaration on its application that the mark was allegedly in use

in commerce in connection with flip flops and footwear for men and

women from as early as April 21, 2007, Registrant knowingly made

false and misleading statements to the U SPTO in connection with

registering the ACCUSED MARK.

24. Said false statements and representations were made by

Registrant for the purpose of inducing the USPTO to issue a

trademark to Registrant.

25. The USPTO relied on these fa lse statements and

representations and granted the registration of the ACCUSED MARK.

26. If said false statements and representations had not been

made, Regist rant’s in-use application as to “flip flops” and

“footwear for men and women” would have been void ab initio under

15 U.S.C. § 1051(b) (Section 1(b) of the Trademark Act), and the

USPTO would not have issued a trademark to Registrant with respect

to such goods not in use.
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27. Therefore, U.S. Registration No. 3,422,644 for the

ACCUSED MARK “de la barracuda” should be cancelled as to the goods

not in use, namely “flip flops” and “footwear for men and women,”

because it was fraudulently obtained.

REGISTRANT’S MARK SHOULD BE DEEMED ABANDONED AS TO

THE NON-USED GOODS RECITED IN THE APPLICATION

28. As shown above, Registrant has not to date used its

ACCUSED MARK in commerce in connection with all of the goods listed

in the application, particularly with respect to “flip flops” and

“footwear for men and women.”

29. Registrant’s nonuse of the ACCUSED MARK in connection to

“flip flops” and “footwear for men and women” from the date of the

filing of its application to present should be deemed an

aban donment of the ACCUSED MARK as to the specified goods not in

use.

30. According to 15 U.S.C. §1127, a mark shall be deemed to

be “abandoned” if the following occurs:

(1) When its use has been discontinued with intent not to

resume such use.  Intent not to resume may be inferred

from circumstances.  Nonuse for 3 consecutive years shall

be prima facie evidence of abandonment .  “Use” of a mark

means the bona fide use of such mark made in the ordinary

course of trade, and not made merely to reserve a right

in a mark. (emphasis added)
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31. Registrant has not used the mark in connection to shoes

(or any other footwear, for that matter) for more than 4

consecutive years, based on Registrant’s alleged first use date of

April 1, 2007.

32. Registrant’s nonuse demonstrates malicious intent to

reserve a right in a mark.

33. Because the ACCUSED MARK “de la barracuda” has not been

used in commerce for all of the goods c ited in Registration No.

3,42 2,644, it should be cancelled as to the goods not in use,

specifically “flip flops” and “footwear for men and women.”

WHEREFORE, Petitioner respectfully requests that Registration

No. 3,422,644 be cancelled for nonuse in relation to flip flops and

footwear for men and women in International Class 025.

    Respectfully submitted,

WU & CHEUNG, LLP

Dated: July 28, 2011 By:    /s/Charles C.H. Wu      
Charles C.H. Wu

Reg. No. 39,081
Vikram M. Reddy

Reg. No. 53,508
Attorneys for Petitioner
98 Discovery
Irvine, CA 92618
Tel: (949)251-0111
Fax: (949-251-1588
Email: cchwu@wclawyers.com
Email: vreddy@wclawyers.com
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CERTIFICATE OF SERVICE

I hereby certify that on July 28, 2011 a copy of the foregoing
PETITION TO CANCEL was served via first-class U.S. mail to the
following:

De La Barracuda, Inc.
7769 Melrose Ave.
Los Angeles, CA 90046

/Charles C.H. Wu/   
Charles Wu




















































































































